
Please find below and/or attached an Office communication concerning this application or proceeding. 



Office Action Summary 



SHEPPARD, JAMES M 



:t to expire 3 month(S) from 



2a)D This action is FINAL. 
3)D Since this application is 



>n 05 December 2003 . 



Disposition of Claims 

4) g] Claim(s) 21-27 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn f 

5) D Claim(s) is/are allowed. 

6M Claim(s) 2±2J is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 
a)D accepted or b)Q objected to by the Examiner. 

:tion to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
ement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d) 
th or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
Priority under 35 U.S.C. § 119 

12)Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f) 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 



10) Q The drawing(s) file< 

Applicant may not re 

11) D Theo, 



applica 



iu (PCT Rule 17.2(a)). 



es Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

son's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

iure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-152) 



Application/Control Number: 09/837,094 
Art Unit: 1771 



Page 2 



DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 . 1 7(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on December 5, 2003 has been entered. 

Response to Amendment 

2. The Amendment submitted on December 5, 2003, has been entered. Claim 28 has been 
cancelled. Claim 21 has been amended. Therefore, the pending claims are 21 - 27. 

Double Patenting 

3. The nonstatutory double patenting rejection is based on a judicially created doctrine 
giounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
.mpropei tmiewise extension of the "right to exclude" granted by a patent and to prevent possible 
haia^meut by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed 
Cir. 1993); In reLongi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); /„ re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) maybe used to overcome 
an actual or provisional rejection based on a nonstatutory double patenting ground provided the 
conflicting application or patent is shown to be commonly owned with this application See 37 
CFR 1.130(b). FF 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comnlv with 37 
CFR 3.73(b). 

4. Claims 21 - 28 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 21 - 36 of copending 
Application No. 09/747,529. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the jacquard loom recited in 09/747,529 and the 
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dobby loom recited in this application can be used to produce the same simple fabric 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

Claim Objections 

5. Claim 21 is objected to because of the following informalities: the phrase "shearing said 
side one side" is grammatically awkward. Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

6. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 




7. Claims 21 - 28 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply 
with the written description requirement. The claims contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventors, at the time the application was filed, had possession of the claimed 
invention. The Applicant fails to teach in the disclosure that the printed towel retains "its 
preprinted absorbency characteristics." While the disclosure does teach that the printed fabric is 
absorbent the disclosure does not compare the absorbency characteristics of the printed towel to 
the absorbency characteristics of the preprinted towel. Thus, this limitation is new matter. 

Claim Rejections - 35 USC § 103 

8. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 
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9. Claims 21-27 are rejected under 35 U.S.C. 103(a) as being unpatentable over Hobson 
(4,259,994) in view of Carpenter et al. (5,983,952). 

The reasons for rejection based on Hobson and Carpenter et al. have been set forth in the 
previous Office Action. The Applicant has added new limitations in the claim which were not 
previously addressed. Hobson discloses that the woven terry fabric can be formed into a velour 
fabric by cropping the fabric on one side. Cropping the fabric would produce the same structure 
as a sheared fabric. Further, the cropped yarns would inherently bloom to some degree since the 
yarns would natural open up or spread out when the yarn is cut and the internal tension in the 
yarn is released. 

With respect to the limitation that the height of the sheared side in 75 to 95% of the 
height of the other side, Hobson discloses that the disclosed method results in less fiber waste, 
which can be very expensive, by producing less pile height variations (column 2, lines 39-45). 
Therefore, it would have been obvious to one having ordinary skill in the art at the time the 
invention was made to choose the claimed pile height, since it has been held that where the 
general conditions of a claim are disclosed in the prior art, discovering the optimum or workable 
ranges involves only routine skill in the art. In re Aller, 220 F.2d 454, 105 USPQ 233 (CCPA 
1955). One of ordinary skill in the art would want to produce a pile height with the least amount 
of waste, which is expensive, as well as produce a luxurious, thick pile that is appealing to 

The Applicant also claims that "a graphic impression can be applied thereto." This 
limitation is not given any patentable weight since the claim only require that the fabric have the 
ability to have a graphic design printed on the surface. And, in the alternative, the fabric taught 
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by Hobson does have a graphic image on the surface of the fabric produced by the printed warp 
yarns. Therefore, the Hobson teaches the physical structure taught by the Applicant. 

And finally, the Applicant recites that the towel retains it's preprinted absorbency. 
Although Hobson and Carpenter et al. fail to discuss the preprinted absorbency of the printed 
fabric, it is reasonable to presume that said limitations would be met by the combination of the 
two references. Support for said presumption is found in the use of similar materials (i.e. terry 
cloth towel) and in the similar production steps (i.e. shearing one side of the terry cloth, applying 
a printed design to the towel surface) used to produce the printed towel. The burden is upon the 
Applicant to prove otherwise. 

10. Claims 21 - 27 are rejected under 35 U.S.C. 103(a) as being unpatentable over Sherrill et 
al. (3,721,273) in view of Applicant's Admission (Specification, page 2). 

Sherrill et al. discloses a woven terry cloth towel which exhibits a high sheen or brilliance 
and has a cut pile with a printed design on one side of the towel (abstract). The towel is soft and 
highly absorbent (column 1, lines 3 - 6). Sherrill et al. discloses that most terry fabrics are used 
as towels and are woven fabrics (column 1, lines 7-17). The towels are decorated by applying 
a printed pattern on the cut pile portion of the towel, producing a brilliant colored design 
(column 2, lines 5-15). The print penetrates into the pile so that the design area will have a soft 
hand (column 3, lines 53 - 58). As is shown in Figure 3, the cut pile height is relatively high as 
compared to the loop pile height. Therefore, it would have been obvious to one having ordinary 
skill in the art at the time the invention was made to choose the claimed pile height, since it has 
been held that where the general conditions of a claim are disclosed in the prior art, discovering 
the optimum or workable ranges involves only routine skill in the art, as set forth above. One of 
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ordinary skill in the art would be motivated to produce a high a cut pile height as possible to 
produce a softer, thicker, and more absorbent product, to make the product more appealing to the 

Sherrill et al. fails to teach using two different colored warp yams in the terry fabric. The 
Applicant discloses that it is well know to make terry cloth towels which are used as towels from 
dobby or cam loom machines (Specification, page 2). The Applicant also discloses that it is well 
known that dobby fabrics create thick, luxurious pile fabrics having a velour or looped terry 
structure and employs two different colors in the linear band of the warp filaments. Thus, it is 
well known to use woven terry cloth fabrics which have different color yarns as terry cloth towel 
fabrics. Therefore, it would have been obvious to one of ordinary skill in the art to use the multi- 
colored woven dobby terry cloth taught by the Applicant as the terry cloth towel in invention 
taught by Sherrill et al. since terry cloth towels made from dobby looms with different color 
yarns are well known types of terry cloth towels. Further, the Applicant also discloses that it is 
well known to print various design on terry cloth towels. Thus, a terry cloth fabric of any weave 
structure can be used in the invention taught by Sherrill et al. to produce a terry towel having 
enhanced brilliance. 

Finally, not only does Sherrill et al. disclose that the printed designs can take the form of 
a plurality of design areas formed by screen printing (column 3, lines 45 - 52), but Figure 1 
shows a printed towel that forms a pattern creating a border area that surrounds a central region. 
Further, with regards to the design limitations in the claims, i.e., the design of the printed matter, 
the location of the different color yarns used to create a colored design in the fabric, and the size 
and shape border and central region, it has been held by the court that matters relating to 
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ornamentation only cannot be relied upon to patentably distinguish the claimed invention from 
the prior art. In re Seid, 161 F.2d 229, 73 USPQ 431 (CCPA 1947). Hence, since Sherrill et al. 
in combination with the Applicant's Admission teaches the structural features of the claims, the 
claims are rejected. 

Response to Arguments 

1 1 . Applicant's arguments filed December 5, 2003 have been fully considered but they are 
not persuasive. The Applicant argues that Hobson does not teach that the border is formed on all 
four edges and has the specific color schemed as recited in the claim. Hobson does teach a fabric 
produced on a dobby loom with a border region and different color yarns produce specific 
regions in the towel, distinguished by color. Thus, what the Applicant argues that Hobson 
doesn't teach is the specific design limitations, i.e., the first color yarns are located at the edges 
of fabric to form a border and the second color yarn forms a central regions, while the colors are 
inversed on the opposite side of the fabric. However, it has been held by the court that matters 
relating to ornamentation only cannot be relied upon to patentably distinguish the claimed 
invention from the prior art. In re Seid, 161 F.2d 229, 73 USPQ 431 (CCPA 1947). Hence, 
since Hobson teaches the structural elements, i.e., a woven fabric made from two different color 
yarns, which form distinct regions in the fabric, with a printed design on the finished product, 
then the pattern or design formed by the print layer and the color yarn does not make the product 
patentable over the prior art. The specific graphic image printed on the fabric, as well as the 
design formed by the different color yarns, produces no mechanical function whatever. 

To further evidence that changing the design features in a towel by applying a printed 
graphic or creating a woven decorative design is well known and would be obvious to one 
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having ordinary skill in the art, Carpenter et al. was used in the rejection. The background in 
Carpenter et al. discloses that it is known in the art to modify the weave design and apply various 
parted graphics to a woven fabric, produced on various looms including cam, dobby, and 
jacq'^d to produce a decorative or aesthetic visible pattern (column 1, lines 15 - 35). 
Carpe"te>- et al. further teaches that fabrics have been produced which combine printed designs 
with woven designs (column 1, lines 36 - 39). Thus, based on the teachings in Carpenter et al., 
combining a weave design with a printed design is known in the art, and these designs or patterns 
can be modified to create an infinite number of combinations. 

Additionally, even the Applicant admits in the background that it is well known to print 
designs onto terry cloth towels, and that these towels can be produced on dobby looms 
(Specification, page 2). And the Applicant further admits that the industry applies print on terry 
cloth fabrics to create an infinite number of patterns, colors, and messages to keep production 
costs low. (Specification, page 2). Hence, even the Applicant recognizes that there are an 
infinite number of designs which can be printed on terry cloth towels to produce a colorful towel 
at lower production costs, and it is well known in the industry to change or vary those designs 
base on the desired end product. Therefore, it would have been obvious to one of ordinary skill 
in the art to modify the design elements, i.e., the weave structure and the printed graphic design, 
in the towel taught by Hobson, to produce an infinite number patterns and designs. Thus, the 
rejection is maintained. 

Additionally, the Applicant argues that it is not proper to combine Hobson with the 
teachings of Carpenter et al. because Hobson is drawn to dobby weaving and Carpenter et al. is 
drawn to jacquard weaving. However, the part of the reference relied on in Carpenter et al. was 
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the background which discussed the weaving art in general and does specifically mention fabrics 
produced on dobby looms. Hence, since the background provides a discussion of the general 
knowledge and skill in the weaving art it is directly analogous to the woven fabric taught by 
Hobson, even though the majority of the patent is drawn to another type of weaving machine. 
Finally, not only is Carpenter et al. analogous since this section discusses the weaving art in 
general, which is the Applicant's field of endeavor, but the reference is also analogous because it 
is reasonably pertinent to the Applicant's particular problem, i.e., creating printed woven fabric. 

Further, the Applicant mentions that "there is no way one skilled in the art can modify 
Hobson or Carpenter and place a "border" on all edge without totally ignoring the teachings of 
these references" (Response, page 5). Since the Applicant provided no further arguments in 
support of this statement it is unclear how either of these references teach away from having a 
border on all four sides of the fabric. Both dobby looms and jacquard looms can be used to 
produce a border on all four edges if so desired. In fact Hobson and Carpenter et al. clearly teach 
that the product should have a border on at least two side. And while they do not explicitly teach 
a border on all four edges they in no way exclude having a border on the finished edges. Thus, 
this feature is a design feature which can be readily changed based on the demands of the 

;r and the current fashion trends. Thus, the Applicant's argument is not sufficient since 



there is no evidence to support it. 

Finally, it is noted that the Applicant also argues that the objects of the in 
achieved by utilizing a color scheme in combination with a printed design (Response page 6). 
This further proves that the features which the Applicant relies on to distinguish over the prior ai 
are actually design features and not structural limitations. The design features only effect the 
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appearance of the finished product and in no way produce a mechanical function. Therefore, the 
rejections are maintained since ornamentation only cannot be relied upon to patentably 
distinguish the claimed invention from the prior art. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jenna-Leigh Befumo whose telephone number is (571) 272-1472. 
The examiner can normally be reached on Monday - Friday (8:00 - 5:30). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terrel Morris can be reached on (571) 272-1478. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 



Jenna-Leigh Befumo / 
February 6, 2004 ( 





